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DETAILED ACTION 

The set of claims submitted along with the preliminary amendment filed 
07/12/2006 is being examined. Claims 1-8 and 12-15 are pending. 

Specification 

1 . The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Objections 

2. Claim 8 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. This claim depends on 
claim 1 . However, it pertains to a process whereas claim 1 recites a product. The 
product of claim 1 is not further defined in claim 8 (i.e., the scope of claim 1 is not 
further narrowed in claim 8). 



Claim Rejections - 35 USC § 101/112 
3. 35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 

art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 13-15 are rejected under 35 U.S.C. 101 and under 35 U.S.C. 112, first 
paragraph because each of these claims recites a preparation process without 
specifying the necessary steps for performing the process. Since the claimed process is 
not well established, one skilled in the art cleahy would not know how to use the 
claimed invention. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 1-8 and 12-15 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

7. Claim 1 has several issues. First, the term "obtainable" is indefinite since it is 
unclear whether a polymer obtained by a method other than free-radical polymerization 
is encompassed. If only polymer obtained by free-radical polymerization is intended, 
then the "obtainable" should be changed to "obtained". Second, the preamble refers to 
a polymer in singular form whereas the K value in line 10 refers to polymers in plural 
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form. It is tlierefore unclear as to what polymers are being referred to in line 10. Third 
(this issue also applies to claim 8), the last proviso in the claim makes little sense since 
it asserts a manipulation of an outcome when said outcome is already known (i.e., an 
attempt to control the K value of a polymer AFTER such polymer, having a definite K 
value, is already produced). Claim 2 is similarly indefinite for using "obtainable". The 
term "carboxylate groups" In claim 6 lack sufficient antecedent basis. Claims 13-15 are 
indefinite for the reasons mentioned in paragraph 4 above. 



Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. The factual Inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

10. Claims 1-8, 12, 13 and 15 are rejected under 35 U.S.C. 103(a) as being 



unpatentable over US 5,306,484 to Potthoff-Karl et al. ('484 hereafter). 
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1 1 . Corresponding to tine limitations set forth in these claims, '484 discloses a hair 
setting composition comprising, as film formers, copolymers having a K value of 10-50 
and obtained by free-radical polymerization of 75-99 wt% of tert-butyl acrylate and/or 
tert-butyl methacrylate, 1-25 wt% of acrylic acid and/or methacrylic acid, and 0-10 wt% 
of a comonomer; wherein the carboxyl groups of the copolymers are partially or 
completely neutralized (abstract). In a preferred embodiment, the copolymers comprise 
85-98 wt% of tert-butyl acrylate, 2-15 wt% of methacrylic acid, and 0-5 wt% of the 
comonomer, which is selected from a very limited group that includes methyl acrylate 
(Tg = 9°C), ethyl acrylate (Tg = -21 °C) and n-butyl acrylate (Tg = -49°C) (col. 1 , lines 56- 
68; col. 2, lines 1-5). The K value can be controlled by adjusting the polymerization 
conditions such as time and concentration of initiator, which may be viewed as a 
regulator. The more preferred K value is 15-35 (col. 2, lines 27-32). A process of 
preparing the hair setting composition is also taught (col. 2, from line 60). 

12. Clearly, '484 teaches all the limitations set forth in these claims except that the 
prior art numbers (i.e.. wt% and K value) and the claimed numbers, though highly 
overlapped, are not anticipatorilv matched . However, it would have been obvious to a 
person having an ordinary skill in the art at the time the invention was made to have 
modified the prior art composition by adjusting the composition and the K value of the 
copolymers, within the disclosed ranges, so as to optimize the property and 
performance of the resulting formulations. 
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13. Claims 1-8, 12, 13 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Dausch et al. (WO02/38638). Note that USPN 7,015,294 ('294 
hereafter) is being relied upon as an English equivalent of the WlPO publication. 

14. Corresponding to the limitations set forth in these claims, '294 discloses acrylate 
polymers to be used as film formers in cosmetic formulations, the polymers, having a K 
value of 10-60, are obtained by free-radical polymerization of 30-99 wt% of tert-butyl 
acrylate and/or tert-butyl methacrylate, 1-28 wt% of acrylic acid and/or methacrylic acid, 
and 0-60 wt% of comonomer(s); wherein at least one of the comonomers forms a 
homopolymer having a Tg lower than 30°C; wherein the weight percents add up to 
100%; and wherein the K value is controlled by using an alkanethiol-typed regulator 
(abstract). The carboxyl groups of the copolymers are partially or completely neutralized 
(col. 4, lines 1-4). In a preferred embodiment, the copolymers comprise 30-72 wt% of 
tert-butyl acrylate, 10-28 wt% of methacrylic acid, and 0-60 wt% of either ethyl acrylate 
alone or in combination with N-tert-butylacrylamide (col. 4, from line 50). A process of 
preparing a hair cosmetic composition is also taught (col. 6). 

15. Clearly, '294 teaches all the limitations set forth in these claims except that the 
prior art numbers (i.e., wt% and K value) and the claimed numbers, though highly 
overlapped, are not anticipatorilv matched . However, it would have been obvious to a 
person having an ordinary skill in the art at the time the invention was made to have 
modified the prior art composition by adjusting the composition and the K value of the 
copolymers, within the disclosed ranges, so as to optimize the property and 
performance of the resulting formulations. 
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16. Claims 1-8, 12, 13 and 15 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 6,482,393 to Schehlmann et al. ('393, hereafter). 

17. Corresponding to the limitations set forth in these claims, '393 discloses a hair 
setting composition comprising, as film formers, copolymers having a K value of 10-50 
and obtained by free-radical polymerization of 30-72 wt% of tert-butyl acryiate and/or 
tert-butyl methacrylate, 10-28 wt% of acrylic acid and/or methacrylic acid, and 0-60 wt% 
of comonomer(s); wherein the carboxyl groups of the copolymers are partially or 
completely neutralized and wherein at least one of the comonomers forms a 
homopolymer having a Tg lower than 30°C (abstract). The K value can be controlled by 
adjusting the polymerization conditions such as time and concentration of initiator, or by 
using an alkanethiol-typed regulator (col. 2, lines 38-47). The more preferred K value is 
15-40 (col. 2, line 39). A process of preparing the hair setting composition is also taught 
(col. 3). 

18. Clearly, '393 teaches all the limitations set forth in these claims except that the 
prior art numbers (i.e.. wt% and K value) and the claimed numbers, though highly 
overlapped, are not anticipatorilv matched . However, it would have been obvious to a 
person having an ordinary skill in the art at the time the invention was made to have 
modified the prior art composition by adjusting the composition and the K value of the 
copolymers, within the disclosed ranges, so as to optimize the property and 
performance of the resulting formulations. 
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Contact Information 

Any inquiry concerning tliis communication or earlier communications from tlie 
examiner should be directed to Vu Anh Nguyen whose telephone number is (571)270- 
5454. The examiner can normally be reached on M-F 8:00 AM-6:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on 571-272-1 114. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Vu Anh Nguyen 
Examiner 
Art Unit 1796 

/David Wu/ 

Supervisory Patent Examiner, Art Unit 1796 



